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DETALED ACTION 

Objections to drawings 2 and 5 is withdrawn. 

Rejection of claims 4 and 21 under 35 USC 1 12 is withdrawn in view of applicant' 
amendment. 

Rejection of claims 1 and 4 under 35 USC 102 is withdrawn in view of applicant' 
amendment. 

Rejection of claims 1-4 and under 35 USC 103 in view of Haslanger et al is maintained. 
Text of the rejection has been modified to include claim 21. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. , 

Claims 1-4 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Frederick et al. (EP 0 200 377 B1 ). 

Claims 1-4 of the instant application are directed to the compound of formula (I). 
Claims 2 and 3 further limit the scope of the generic claim by defining the ring type as 
cyclopentyl or cyclohexyl and identifying Z as CH. 

Scope of prior art 

Haslanger et al. teach N-Cyclohexyl-N-hydroxycyclohexaneacetamide (page 18, 
Example 1 9) and a method for treatment of allergies, comprising the said compound or 
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other structurally related compounds (page 2, lines 1-13). The said compound has a 
cyclohexane ring and the variable Z (as defined in the instant claim 1) = CH. 

Ascertaining the difference between prior art and the instant claims 
In the compound taught by Haslanger et al., N-Cyclohexyl-N- 
hydroxycyclohexaneacetamide, the Nitrogen is substituted with a cyclohexyl substituent. 
The instant claims 1-4 limit the substitution at that position to a Hydrogen atom. 

Obviousness 

N-Cyclohexyl-N-hydroxycyclohexaneacetamide has utility as an anti-allergy 
agent (page 2 lines 1-13). The only difference between the instantly claimed 
compounds and N-Cyclohexyl-N-hydroxycyclohexaneacetamide is the N-cyclohexyl 
substituent in place of the N-Hydrogen in the instant claims. However, Haslanger et al. 
teach that the N-cyclohexyl substituent can be replaced with hydrogen (page 2, lines 5- 
13) and the resulting structure still will retain its anti allergenic properties, which renders 
the compounds of the instant application obvious over Haslanger et al.'s example 19 
(page 18). One of ordinary skill in the art would therefore be motivated to make N- 
hydroxycyclohexaneacetamide, which is the N-Hydrogen substituted derivative of N- 
Cyclohexyl-N-hydroxycyclohexaneacetamide. There is reasonable expectation that the 
derivative would work as anti-allergy agent since Haslanger et al. have already 
suggested it (page2, line 13). 

Concerning claim 21 ; It is well settled that the intended use of a composition or 
product (e.g. as a cosmetic composition) will not further limit claims drawn to a 
composition or product, so long as the prior art discloses the same composition 
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comprising the same ingredients in an effective amount as instantly claimed. See, e.g., 
Ex parte Masham, 2 USPQ2d, 1 647 

Response to applicants' remarks 

1 ) Applicant argues that claim 1 is not prima facie obvious. 

Examiner respectfully disagrees with that statement. When X = CH 2 , p = 0, Z = 
CH and n = 6 membered ring, the only difference between instant claim 1 and example 
19 in the reference is the presence of cyclohexyl substituent on the Nitrogen. The 
instant compound limited that substituent to a Hydrogen atom. Since Haslanger et al. 
describe cyclohexyl and hydrogen as equivalent substituents, the compound of claim 1 
is prima facie obvious. 

2) Applicant argues that unexpected and superior properties in inhibiting human histone 
deacetylase. Applicants' remarks lack side-by-side comparison of the compounds of 
the instant invention with those found in Haslanger et al. Applicants present no 
additional evidence to provide support for their claim to unexpected results. 

The MPEP §2145 in connection with obviousness rejections says, "arguments of 
counsel cannot take the place of evidence in the record. In re Schulze, 346 F.2d 600, 
602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 
(Fed.Cir. 1997). 

Conclusion 

Claims 1-4 and 19-31 are pending. 
Claims 19-20 and 22-31 are withdrawn. 
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Claims 1-4 and 21 are rejected. 

This office action is non-final because new grounds of rejection, particularly rejection of 
claim 21 under 35 USC 103 were not necessitated by the applicants' amendment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on 571-272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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